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A patent is a tool inventors (who may be 
engineers, scientists, chemists, or even 
a crazy relative) and companies have 
used for centuries in order to protect 
their unique ideas, whether that idea is 
a machine, process, or composition of 
matter.  These patents allow inventors 
and companies to develop new products 
and applications from those ideas, 
which, in turn, generate new markets.  

According to the website for the U.S. 
Patent and Trademark Office:

 A patent is an intellectual property 
right granted by the Government 
of the United States of America to 
an inventor ‘to exclude others from 
making, using, offering for sale, or 
selling the invention throughout 
the United States or importing the 
invention into the United States’ for 
a limited time in exchange for public 
disclosure of the invention when the 
patent is granted. 

If patents are property rights, what does 
that mean for the implementer of a 
construction product? Or a specifier that 
determines particular parts or services to 
be used? It means that, just like buying 
a part (i.e., a piece of property), often 
times, you must buy certain rights 
to a patent as well. For example, an 
implementer might “buy” the right to 
“use” the invention. In legal jargon, 
“buying” the right could mean licensing 
the patent, licensing just that particular 
right, or actually buying the entirety of 
that patent. 

Patent law is governed by Chapter 35 of 
the U.S. Code. Specifically, 35 U.S.C. § 
271 contains the governing statutes for 
patent infringement. At the most general 
level, three types of patent infringement 
may occur:

1. Direct Infringement: Whoever 
without authority makes, uses, 
offers to sell, or sells any patented 
invention, within the United States 

or imports into the United States any 
patented invention during the term 
of the patent therefor, infringes the 
patent.

2. Inducing Infringement: Whoever 
actively induces infringement of a 
patent shall be liable as an infringer.

3. Contributory Infringement: Whoever 
offers to sell or sells within the United 
States or imports into the United 
States a component of a patented 
machine, manufacture, combination 
or composition, or a material or 
apparatus for use in practicing 
a patented process, constituting 
a material part of the invention, 
knowing the same to be especially 
made or especially adapted for use in 
an infringement of such patent, and 
not a staple article or commodity of 
commerce suitable for substantial 
non-infringing use, shall be liable as a 
contributory infringer. § 271 (a)-(c)

Understanding Patent Infringement

Patents on construction processes are 
numerous in quantity but sometimes 
difficult to understand in regards to the 
responsibilities of the players involved in 
potential patent infringement, the varying 
patent infringement types, and the potential 
roles that various actors may play in cases 
where patent infringement may be occurring.
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Of course, with all these potential types 
of infringement, the patent owner must 
protect their patent, and patents are only 
as good as their ability to be enforced 
(e.g., in some cases, defended in court) 
by the inventor! Without actively 
protecting the patent, an infringer might 
start using the patent and continued 
to do so; then that patent owner might 
be barred from enforcing their patent 
against that particular infringer. If that 
infringer is a big company, which could 
mean that the patent owner has lost a 
valuable licensing opportunity, or even 
an opportunity to sell the patent. 

What constitutes infringement in  
the construction industry?
In the construction industry, let’s look 
at a bidding example that involves a 
specifier, contractor and patent holder 
in which a specifier and direct infringer 
may be liable for patent infringement: 
Let’s say if a specifier specifies certain 
parts protected by patents for bidder X 
and those parts are protected by patents 
that are owned by bidder Y, then the 
specifier is likely either a contributory 
infringer or an inducing infringer. If 
bidder X wins the bid and then directly 
infringes, bidder Y could pursue legal 
action after both bidder X and the 
specifier. 

For willful infringement, bidder X might 
pay up to three times the actual damages 
to bidder Y. With all this potential 
infringement in a bidding process, it is 
important that bidder Y remain vigilant 
as to acts of potential infringement and 
notify both the specifier and bidder 
X that a particular patent might be 
infringed if they win the bid.

The best action for a specifier is to learn 
whether a part or process is protected 
by a patent. If so, the specifier should 
contact the legal department or make 
the implementer aware of that patent 
before offering the bid.

Without having these protections for 
patent owners, infringers might use any 
part that they would like. This would 
eventually lead to market disruptions 
as inventors and companies would stop 
investing in heavy R&D investment. 
Why spend so much money on R&D 
if that invention is immediately 
plundered by a competitor? Without 
these mechanisms of patent protection 
and enforcing the patent against 
potential infringers, innovation in the 
marketplace will be stifled, leading to 

fewer improvements in the quality of life 
for everyone.

A Case Study:  The URETEK Deep 
Injection™ Patent
URETEK specializes in improving the 
weight-bearing capacity of subsurface 
soils through the injection of rigid 
structural geotechnical polymers.  In 
2003, URETEK’s Deep Injection™ 
patent (No. 6634831 B2) was issued 
by the United States Patent Office.  
This proprietary system, titled a 
“Method for Increasing the Bearing 
Capacity of Foundation Soils for Built 
Structures” uses specially formulated 
polymers to perform in-situ treatment 
of bearing soils to remedy weak soil 
conditions which may lead to failure 
of any structure which rests on the 
earth.  The Deep Injection™ patent 
consists of providing a plurality of holes 
spaced apart from each other deep in 
the soil, injecting through those holes 
a polymer which expands at least five 
times its initial liquid volume, with the 
desired result involving densification 
and compaction of the contiguous 
foundation soil zone.  The Deep 
Injection™ patent is applicable to all 
built structures including buildings, 
roadway slabs, airport runways, railways 
and equipment supporting slabs. This 
method eliminates the requirement 
for conventional repair methodology, 
which can be costly, disruptive, time 
consuming and ecologically unfriendly.

Since issuance, there have been at least 
five challenges to the validity of the 
patent, in which URETEK rigorously 
defends and enforces its patent rights.

In the first patent dispute, which was 
filed in 2005 and closed in 2007, the 
accused infringing party consented 
to a judgment of patent validity.  A 
second and similar patent dispute, 
which was filed in 2006 and closed in 
2007 resulted in the accused infringing 
party consenting to a judgment of 
patent validity and agreed permanent 
injunction to refrain from practicing the 
patent.  A third patent dispute, which 
was filed in 2010 and closed in 2011 
resulted in settlement of the dispute 
with the accused infringing party 
agreeing to use URETEK to perform all 
of its Deep Injection™ work.  A fourth 
patent dispute, which was filed in 2011 
and closed in 2012 resulted in the 
accused infringing party consenting to a 
judgment of patent validity and agreeing 
to the terms of a Claim Construction 

Order.  A fifth patent dispute filed by 
a third party requested that the Federal 
Court adapt a narrow definition of key 
terms contained in the patent to limit 
the patent’s applicability. The court 
rejected the third party arguments and 
effectively adapted URETEK’s broad 
definitions.  In many circumstances an 
infringer may not know that the activity 
even constitutes a violation of U.S. 
patent law.

If URETEK did not attempt to defend 
these patents, it would lose a large 
share of its market for the processes it 
developed. For the most part, URETEK 
routinely settles patent infringement 
activities outside of the court system 
through meetings with potential 
infringers, contractors, owners and 
engineers, which is a result of its ability 
to prove the enforceability of its patent.  

The URETEK Deep Injection™ patent 
remains valid, enforceable and applicable 
to all built structures. 
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